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Opi nion by Cissel, Admnistrative Trademar k Judge:

On June 16, 1998, the above-identified applicant
applied to register the mark “FI TTI NG PROM SE” f or
“hosiery,” in Class 25, based on a claimof use of the mark
in connection with these goods in interstate comrerce since
July 18, 1985. The Exami ning Attorney refused registration
under Section 2(d) of the Lanham Act on the ground that
applicant’s mark, as applied to hosiery, so resenbles the

mar k shown bel ow,
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which is registered® for “corsets, girdles, brassieres, and

conbi nati ons of brassieres and girdles,” that confusion is
likely.

Applicant responded to the refusal to register with
argunent that confusion is not |ikely, contending that the
term“prom se” is weak in trademark significance as a
result of its use by “many conpanies.” Applicant submtted
information fromthe U S. Patent and Trademark O fice
dat abase listing four third-party registrations for marks
whi ch consist of or include the word “prom se” for a
variety of goods and services. These marks are as foll ows:
“PROM SE” for “underpants worn with incontinence pads”;
“THE CHAMPI ON PERFORVANCE PROM SE” and design, for
unspeci fi ed goods?; “PROM SE KEEPERS' for “printed matter,
nanely spiritual and educational brochures, panphlets,

books and training manuals for use in hones, churches and

conferences,” as well as “clothing, nanely jackets,

! Reg. No. 577,085, issued to Poirette Corsets, Inc. on July 7,
1953. Conbined affidavit under Sections 8 and 15 of the Act;
Second renewal ; Current owner is shown as Bestform Foundati ons,
Inc., a Delaware corporation.
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sweat shirts and sweat pants, sweaters, tee-shirts, golf
shirts, polo shirts and caps”; and “I PROM SE TO DO WY
BEST” and design for “specialty gift itens of clothing,
nanely sweatshirts, T-shirts and caps, to serve as
incentives, rewards and rem nders to reinforce and
encour age children.”

The Exam ning Attorney was not persuaded by this
evi dence or applicant’s argunents to withdraw the refusal
to register. Wth his second Ofice Action, he repeated
the refusal and nmade it final

Applicant tinmely filed a Notice of Appeal, followed by
applicant’s appeal brief. The Exam ning Attorney
identified above was then assigned this application. He
request ed suspensi on of action on the appeal and remand of
the application to himin order to supplenent the record
wi th evidence that lingerie and foundation garnents are
comercially related to hosiery. H's request for renmand
was granted by the Board, so he issued a new Ofice Action
and submtted nmaterials to show that the respective goods
listed in this application and in the cited registration

are often nade by the sane manufacturer and sold under the

2 The second page of the entry for this registration, where the
goods would be listed, was not included in applicant’s
subm ssi on.
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identical or simlar marks. Based on these materials, he
concluded that a rel ationship exists between the goods
specified in the application, hosiery, and the goods |isted
inthe cited registration, corsets, girdles, brassieres and
conbi nati ons of brassieres and girdles, such that in view
of the simlarity of these marks, confusion is |ikely.

The materials submtted with this Ofice Action
included third-party registrations wherein the goods
i ncl ude hosiery, brassieres, coursets and/or girdles, and
excerpts fromthree retail nmil-order catal ogues wherein
t hese products are pronoted together. Based on this
addi ti onal evidence, the Exam ning Attorney naintained the
refusal to register

Appl i cant responded with argument that confusion is
not likely in view of the third-party registration of
“PROM SE” for underpants worn with incontinence pads.
Applicant also alleged that applicant had owned a previous
registration, No. 1,416,002, which coexisted with the cited
regi strati on wi thout causing any confusion, although
appl i cant made this argunent w thout submtting any
evi dence in support of it.

The Exam ning Attorney pointed out that if applicant

had once owned a registration that is no |longer in effect,
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such regi stration could not be the basis for claimng any
rights in the mark now.

In view of the fact that applicant had already filed
its brief on appeal, the application file was returned to
the Board for resunption of action on the appeal. The
Board resunmed action on the appeal and all owed applicant
the opportunity to file a supplenental brief in view of the
addi ti onal evidence submitted by the Exam ni ng Attorney.
Applicant did so, and the Exam ning Attorney then filed his
appeal brief. Applicant did not request an oral hearing
before the Board.

The sol e issue before us in this appeal is whether
confusion is likely between applicant’s mark, “FITTING

PROM SE,” for hosiery, and the registered mark

pmmﬁS@

for corsets, girdles, brassieres, and conbi nati ons of
brassieres and girdles. Based on careful consideration of
the record before us, we conclude that confusion is likely
because the marks are simlar and the goods are
commerci ally rel at ed.

We agree with the Examining Attorney that while

applicant maintains that the goods are unrel ated and
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different, the materials made of record by the Exam ni ng
Attorney clearly show that hosiery and foundati on garnents
are often nmade by the sane manufacturer and are sold under
identical or simlar marks. Retail sellers feature these
items in the sanme places in their catal ogs. Based on these
materials, it is clear that hosiery and foundati on garnments
are related in such a way that if simlar marks are used

t hereon, confusion is |ikely.

We find the marks in the case at hand to be simlar
enough to each other that their use in connection with
these related goods is likely to cause confusion.
Applicant’s mark is “FITTING PROM SE” and the regi stered
mark is essentially “promse.” As the Exam ning Attorney
points out, nerely adding a word to a registered mark is
usual |y not sufficient to overcone the |ikelihood of
confusion. 1In re Corning dass Wrks, 229 USPQ 65 (TTAB
1985). The addition of the word “FI TTI NG does not change
t he neaning of the word “PROM SE” in applicant’s mark, nor
does it create a conmercial inpression, when used in
connection with the goods specified in the application,
which is very different fromthe one created by “prom se”
al one in the regi stered nark.

Applicant’s argunent that “PROM SE” is weak in source-

identifying significance as a result of use by third
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parties is not well taken. Third-party registrations, by
t hensel ves, are entitled to little weight on the issue of
l'i kel i hood of confusion. In re Hub Distributing, Inc., 218
USPQ 284 (TTAB 1983). They are not evidence of what
happens in the marketplace or that the public is famliar
with the use of the marks therein. National Aeronautics
and Space Adm nistration v. Record Chem cal Co., 185 USPQ
563 (TTAB 1975). In the case at hand, nost of the

regi strations argued by applicant are for goods other than
clothing or for unrelated services. Additionally, nost of
t hese marks use the term“prom se” as a portion of a mark
which in its entirety creates a substantially distinct
commercial inpression fromeither applicant’s mark or the
cited registered nmark. For exanple, “PROM SE KEEPERS” and
“I PROM SE TO DO MY BEST” engender commerci al inpressions
which are quite different fromthose of either “prom se” or
“FITTING PROMSE.” As to the registration for “PROM SE”
for underpants worn with incontinence pads, we agree with
t he Exami ning Attorney that these goods are specialized
products which deal with a nedical condition, rather than
ordinary apparel itenms such as hosiery and foundation
garnents whi ch are purchased by ordi nary consuners w thout
regard to bl adder control problenms. |In any event, the

previ ous decision by the Exam ning Attorney to register the
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mark in that application is not binding upon the agency or
this Board. 1In re National Novice Hockey League, Inc., 222
USPQ 638, 641 (TTAB 1984).

In sunmary, confusion is likely in the instant case
because the mark sought to be registered is simlar to the
mark in the cited registration, and the goods specified in
the application are coomercially related to those set forth
in the registration.

DECI SION: The refusal to register under Section 2(d) the

Lanham Act is affirnmed.



